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DETAILED ACTION 

1 . This is in response to the applicant's communication filed on July 31 , 2001 . 
Claims 1-13 are currently pending. 

Information Disclosure Statement 

2. The information disclosure statements (IDSs) submitted on January 7, 2002, 
March 7, 2003, April 9, 2003, and August 23, 2004 are being considered by the 
examiner. 

Claim Rejections -35USC§112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The applicant uses the term "associating" in several of the steps in claim 1 . The 
applicant claims "associating a first one or more of the plurality of electronic 
documents," "associating a second one or more of the plurality of electronic document," 
and "associating the at least one of the second one or more." It is unclear what the 
applicant means by the term "associating." Is applicant incorporating the information or 
connecting it in some way? 

Claims 2 and 3 recite the limitation "the plurality of electronic patent documents". 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-13 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1 ) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. 

In the present case, claims 1-13 only recite an abstract idea. The recited steps 
of merely storing a plurality of electronic documents in a database and associating the 
documents does not apply, involve, use, or advance the technological arts since all of 
the recited steps can be performed in the mind of the user or by use of a pencil and 
paper. These steps only constitute an idea. 
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As to technological arts recited in the preamble, mere recitation in the preamble 
(i.e., intended or field of use) or mere implication of employing a machine or article of 
manufacture to perform some or all of the recited steps does not confer statutory 
subject matter to an otherwise abstract idea unless there is positive recitation in the 
claim as a whole to breathe life and meaning into the preamble. 

The trivial use of a component, albeit within the technological arts, does not 
confer statutory subject matter to an otherwise abstract idea if the component does not 
apply, involve, use, or advance the underlying process. 

The fact that the applicant stores documents in a database is not sufficient use of 
technology. The claim language could read on storing the electronic documents in a 
database while the associating steps occur outside the computer or in the users head. 
Receiving a signal from a user could be broadly read as someone telling another to 
select the document. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Rivette et al 
(US 6,877,137) (hereinafter referred to as Rivette). 
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Referring to Claim 1 : 

Rivette discloses a computer implemented method of managing electronic 
documents comprising: 

storing a plurality of electronic documents in a database (Figure 5 (509); col. 25, 
lines 38-49); 

associating a first one or more of the plurality of electronic documents to a first 
case (Figure 5; Figure 8; Figure 26; col. 26, lines 36-46); 

associating a second one or more of the plurality of electronic documents to a 
second case (Figure 5); 

receiving a select signal from a user, the select signal selecting at least one of 
the second one or more of the plurality of electronic documents associated with the 
second case to be associated with the first case (Figures 46-49; col. 31 , lines 25-63) 

associating the at least one of the second one or more of the plurality of 
electronic documents to the first case in response to the select signal (Figures 1-2; Col. 
30, lines 36-59). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. Claims 2-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rivette et al (US 6,877, 137) (hereinafter referred as Rivette) in view of Stobbs et al (US 
2004/0181427) (hereinafter referred to as Stobbs). 
Referring to Claim 2-3: 

Rivette discloses the method of claim 1 . Rivette does not disclose the displayed 
documents being patent documents. 

However, Stobbs discloses the documents displayed being patent documents 
([0047-0048]; Figure 2; Figure 9). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the document linking method disclosed in Rivette the patent 
analysis taught in Stobbs so as to be able to perform a review of patent office records 
for potentially relevant patents and to provide a correlation from one patent to the next. 

Referring to Claim 4: 

Stobbs discloses displaying document references for the first and second one or 
more of the plurality of electronic documents associated with the first and second cases, 
respectively, in individual rows of a first column and displaying first and second case 
identifiers at the top of the top of second and third columns, wherein the rows of the 
second column include a marker when the electronic document corresponding to the 
row is associated with the first case, and wherein the rows of the third column include 
marker when the electronic document corresponding to the row is associated with the 
second case (Figure 2 (56)). 



Application/Control Number: 09/9 1 9,787 Page 7 

Art Unit: 3629 

Referring to Claim 5: 

Stobbs discloses wherein the first case and second case are related cases 
(Figure 7). 

Referring to Claims 6-7: 

Stobbs discloses wherein the first case and second case have the same 
assignee (Figure 18) and wherein the technological areas are searched (Figure 21). 
Referring to Claims 8-9: 

The fact that the cases relate to a continuation or a continuation in part is given 
little patentable weight. The method steps are performed to the same. In other words, 
the type of patent is not functionally interrelated with the steps of the claimed invention 
and thus is deemed to be non-functional descriptive data. See In re Gulack, 217 USPQ 
401 (CAFC 1983), In re Lowery,32 USPQ2d 1031 (CAFC 1994). 

Referring to Claim 10: 

Rivette discloses displaying a search screen to search for additional cases 
(Figure 24). 

Referring to Claims 11-13: 

Rivertte discloses a plurality of electronic documents (Figure 5). The fact that the 
document is an electronic version of a United States Patent, a foreign patent document 
or an electronic version or a publication is deemed to be non-functional descriptive data 
and thus is given little patentable weight. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janice A. Mooneyham whose telephone number is (571) 
272-6805. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571 ) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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